TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.

Paper No. 22

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 94-1550
Application 07/893, 662!

Before KIM.IN, JOHN D. SM TH and WElI FFENBACH, Admi ni strative
Pat ent Judges.

JOHN D. SMTH, Adninistrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal pursuant to 35 U.S.C. §8 134 fromthe final
rejection of clainms 1 through 20.
Claiml is representative and is reproduced bel ow

1. A biologically active ingredient containing |iquid
formul ation for depositing the active ingredient on a substrate

! Application for patent filed June 5, 1992. According to
appellant, this application is a continuation-in-part of
Application 07/670,306 filed March 15, 1991, now abandoned.
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when the formulation is applied to the substrate which consists
essentially of:

an effective anount of a biologically active ingredient;

a fluorinated acrylic copolyner in an anount effective to
make said active ingredient resistant to renoval or dilution by
water or oil after deposition of the active ingredient onto said
Substrate; and

a solvent selected fromwater, organic solvent or a mxture
of water and organic sol vent,

said ingredient being selected fromthe group consisting of
i nsect and ani mal repellents, insect and animal attractants,
insect and plant growth regul ators, pesticides, sunscreen agents
and nedi cines for topical application.

The references of record relied upon by the exam ner are:

Dessaint et al. (Dessaint) 4,478, 975 Cct. 23, 1984
Levy? 4,983, 390 Jan. 8, 1991

A reference referred to in the argunent section of
appellant’s Brief is:
Del escl use 4, 366, 300 Dec. 28, 1982
The appeal ed clains stand rejected for obviousness (35
U S C 8 103) over Dessaint.
The subject matter on appeal is broadly directed to a liquid

formul ati on which “consists essentially of” an effective anount

2 Levy was discussed by the exam ner in the Suppl enental
Answer (Paper No. 12 filed February 7, 1994).
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of certain broad classes of biologically active ingredients?,

including, inter alia, insect repellents and pesticides, in a

conbination with a fluorinated acrylic copolyner and a sol vent.
The fluorinated acrylic copolynmer is present in an anount
effective to make the active ingredient resistant to renoval or
dilution by water or oil after depositing the fornulation onto a
“substrate.” For exanple, when applied as an insect repellent
contai ning conposition to a dog (i.e., a “substrate”), the
claimed fluorinated acrylic copolyner formulation retains its

ef fecti veness agai nst insects, even after the dog is subjected to
rain or sprinkling. See the Specification at page 5. It is
inportant to note that appellant defines the term“substrate” as
not only including ani mate objects such as dogs, other aninmals,
and humans but al so as inclusive of inanimte objects such as
wood, concrete, netal, tile, textiles and plastics. See the

Specification at page 17, |lines 20-25.

3 The biologically active ingredients specifically recited
in appealed claim1l include the Markush groupi ng of insect
repellents, aninmal repellents, insect attractants, anim
attractants, insect regulators, plant growth regul ators,
pestici des, sunscreen agents and nedi cines. No question of
m sj oi nder was raised in the prosecution of this application nor
was an el ection requirenent inposed. Further, no explanation is
of record how a sunscreen agent acts as a biologically active
ingredient. In the event of any further prosecution of this
application, the examner may w sh to consider these matters.
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As evi dence of obviousness of the subject matter defined by
the appeal ed clains, the examner principally relies on Dessaint.
This reference discloses a fornulation which includes a
fluorinated acrylic copolyner contained in an organi c sol vent
which is used to waterproof or oil proof construction materials
such as wood, concrete, netal and plastic thus rendering these
materials resistant to soil, graffiti and bill posting. See
Dessaint at colum 1, |ines 6-13.

Apparently recogni zing that Dessai nt contains no express
di scl osure of a biologically active ingredient as defined and
requi red by the appeal ed clainms, the exam ner alleges in the
Answer at page 3 that

[i]t is well known in the art to incorporate various

agents such as drugs, sunscreens, attractants,

repellents, etc. depending on the substrate used (bait,

human skin, vegetation, etc.), in conpositions that

contain fluorinated acrylates as oil/water repellents.

When chal |l enged to provide factual support for this al
enconpassi ng contention of what is well known in the art, the
exam ner cited Levy. However, as noted in appellant’s Reply

Brief, Levy does not provide factual support for the examner’s

cont enti on.
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It is not uncommon that the rationale supporting an
obvi ousness rejection is based on either comon know edge in the
art or “well-known” prior art. As set forthinthe MP.EP
§ 2144.03, page 2100-115, revision 2, July 1996, an exam ner may
take official notice of facts outside the record so | ong as such
facts are capable of instant and unquesti onabl e denpbnstration as
being “wel |l -known” in the art. Typically, such official notice
of facts is used to supplenent or clarify the teaching of a
reference disclosure or to justify a particular inference to be
drawn froma reference teaching. Thus facts “so noticed” serve
to “fill in the gaps” which mght exist in the evidentiary
show ng nmade by the exam ner to support a particular ground for
rejection. However, it is inproper to take official notice of
facts which conprise the principal evidence upon which a

rejection is based. In re Ahlert, 424 F.2d 1088, 1092, 165 USPQ

418, 421 (CCPA 1970) (“[wW e know of no case in which facts
judicially noticed conprised the principal evidence upon which a
rejection was based or were of such inportance as to constitute a
new ground of rejection when conbined with the other evidence
previously used.”). Here, the exam ner’s statenent of what was
allegedly “well known” in the prior art is so broad and al

inclusive that it is tantanount to a statenent that what is
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defined in the appealed clains is anticipated by well known prior
art. Further, when chall enged* by appellant, the exam ner was
unabl e to provide an “instant and unquesti onabl e denonstration”
that the facts taken notice of were indeed “well known” in the
art. Accordingly, the evidentiary record provided by the
examner in this appeal falls far short of that required to

establish a prima facie case of obvi ousness for the clai ned

subject matter. Nevertheless, as discussed below, there is
evidence in the appeal that factually supports the exam ner’s
contention that it would have been obvious to a person ordinary
skill in the art to add a “pesticide” to the fornulation of
Dessai nt notivated by reasonabl e expectation of success. See the
Answer at page 4.

In their Brief at page 3, appellant argues that the claim
| anguage “consists essentially of” in appealed claim1 nakes it
clear that appellant’s clainms do not cover a fornul ation which
i ncl udes a pol yuret hane. Appellant further contends that the

Dessai nt conpositions, as shown by the exanples, require the

4 An applicant nust be given the opportunity to challenge
either the correctness of the fact asserted or the notoriety or
repute of the reference cited in support of the assertion. Such
a chall enge should contain “adequate information or argunment so
that on its face it creates a reasonabl e doubt” regarding the
notice taken. |n re Boon, 439 F.2d 724, 728, 169 USPQ 231, 234
(CCPA 1971).
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presence of a substantial anount of pol yurethane. In support of
this argunment, appellant refers to the file wapper of the
Dessai nt patent in which the Dessaint invention was characterized
as containing four “essential” constituents inclusive of a

pol yur et hane conponent. This argunent was apparently made in
that prosecution to distinguish the Dessaint clainms fromthe

di sclosure of U S. Patent No. 4,366,300 to Del escluse. See the
letter attached as Appendix Il to appellant’s Brief.

Li ke Dessaint, Delescluse also discloses a fornulation which
includes a fluorinated acrylic copolyner in an organi c sol vent
used to protect construction materials against spotting or
staining, for exanple, fromunlicensed bill-sticking and
projections or spraying of liquid paints (i.e., graffiti). See
Dessaint at colum 1, lines 6-20. More specifically, Delescluse
teaches that the protection may be provi ded agai nst deposits or
stains from atnospheric dust with eventual devel opnent of
vegetative nosses (colum 1, lines 14-16). Inportantly,

Del escluse further teaches that if it is desired to increase the
fungal or bactericidal protection of such materials,
anticryptogam c agents (agents which exhibit fungistatic or

fungi ci dal action) or bactericides may be incorporated into such
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conpositions “w thout inconvenience.” See the reference at
colum 3, |ines 48-51.

In light of the disclosure in Delescluse, it would have been
obvious to a person of ordinary skill in the art to incorporate a
fungicide in the fornulations disclosed by Dessaint. That the
| anguage defining appellant’s pesticide ingredient (for exanple,
as broadly set forth in appealed claim1 and claim®6) covers a
fungi ci de cannot be disputed by appellant. Indeed, appell ant
broadly defines a “pesticide” as inclusive of a parasiticide
(Specification, page 16, |ines 27-28) and appel |l ant di scloses the
specific use of triforine® (Specification, page 17, line 3), a
wel | known fungi ci de.

Returning to appellant’s argunent regarding the “consists
essentially of” claimlanguage, it is clear that appellant’s
broad clainms do in fact cover a formulation which includes a
pol yuret hane. As set forth earlier, appellant contenplates the
use of his conpositions on inani mate objects including wood and
masonry and appel | ant has made no showi ng that the inclusion of a
pol yuret hane in a conposition used to coat an inani mate object

would materially affect the basic and novel characteristics of

> See the Merck Index, 11th edition, published by Merck &
Conpany, copyright 1989, page 1524. A copy of this publication
i s attached.
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his fornulation. In any event, the Del escluse reference clearly
descri bes an anal ogous fornul ation containing a fluorinated
acrylic copolyner not containing a pol yurethane conponent.

We have also fully considered the Rule 132 Declaration
presented by inventor Kelley which is of record and argued in
appellant’s Brief. How the results of this Declaration which
conpare a fornmulation with and without a specific insecticide
(Pyrethrin) are relevant to a rejection based on prior art
di scl osures of the use of fungicides is not apparent.

Finally, appellant contends that he has discovered that the
addition of a fluorinated acrylic copolymer to an active

i ngredient containing liquid formul ati on unexpectedly protects

the active ingredient fromrenoval or dilution by water or oil.
We cannot subscribe to this argunment. 1In our view, the addition
of a fluorinated acrylic copolyner, disclosed in Dessaint as
havi ng known wat er proofing and oil proofing properties, would have
been expected to protect the active ingredient agai nst renoval or
dilution by water or oil.

In light of the foregoing discussion, we affirmthe
exam ner’ s obvi ousness rejection of appealed clains 1, 6 and 12-
18, since each of these clains cover a pesticide (fungicide)

ingredient. W reverse the examner’s rejection as to appeal ed
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claims 2-5, 7-11, 19 and 20 essentially for the reasons set in
appellant’s briefs. Inasnmuch as our affirmance of the clains 1,
6 and 12-18 is based on specific teachings in the Del escl use
patent, we denom nate the affirmance as involving a new rejection
under 37 CFR 8 1.196(b). Accordingly, the decision of the
examner is affirnmed-in-part and our affirmance is denom nated as
a new rejection.

Any request for reconsideration or nodification of this
deci sion by the Board of Patent Appeals and Interferences based
upon the sanme record nmust be filed within one nonth fromthe date
hereof (37 CFR 1.197).

Wth respect to the new rejection under 37 CFR 1.196(b),
shoul d appell ant elect the alternate option under that rule to
prosecute further before the Primary Exam ner by way of anmendnent
or showi ng of facts, or both, not previously of record, a
shortened statutory period for nmaking such response is hereby set
to expire two nonths fromthe date of this decision. 1In the
event appellant elects this alternate option, in order to
preserve the right to seek review under 35 U S.C. 141 or 145 with
respect to the affirmed rejection, the effective date of the

affirmance is deferred until conclusion of the prosecution before
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the exam ner unless, as a nere incident to the limted
prosecution, the affirnmed rejection is overcone.

| f the appellant elects prosecution before the exam ner and
this does not result in allowance of the application, abandonnent
or a second appeal, this case should be returned to us for final
action on the affirned rejection, including any tinely request

for reconsi deration thereof.
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No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART, 1.196(b)

EDWARD C. KIM.IN
Adm ni strative Patent Judge)

)
)

)
JOHN D. SM TH ) BOARD OF PATENT
Adm ni strative Patent Judge) APPEALS AND

) | NTERFERENCES

)

)
CAMVERON WEI FFENBACH )

Adm ni strative Patent Judge)
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Donald W Erickson
P. OO Box 482

Road WB5

Nor wood, CO 81423
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